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NATIONAL SECURITY COUNCIL 
WASHINGTON, D.C. 20506 

MEMORANDUM FOR W. ROBERT PEARSON 

FROM: TYRUS W. COBB~ 

4874 

431184 
·///C 

/ / ;::?~ 
{!t:Jc?~'l 
j=Yt}/8 
l~~tl~-IP 

June 27, 1986 

SUBJECT: er's Attendance At U coming Mitterrand 
,.._._,~.....,..., July 3-4, 1986 

Cap has requested that he attend the 3 July Mitterrand pre-brief 
and the 4 July bilateral in New York. Given that his 
counterpart, Defense Minister Giraud, will be at the bilat, we 
concur that the Secretary should attend. 

RECOMMENDATION 

That you inform Jim Lemon that 
the Mitterrand events. 

Approve ~ 

Michael Castine concurs. 

Attachment 
Tab I Incoming Request 

the Secretary will be included in 

Disapprove 
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OFFICE OF THE SECRETARY OF DEFENSE 4874 

WASHINGTON , D.C . 20301 

MEMORANDUM FOR HONORABLE RODNEY McDANIEL , EXECUTIVE SECRETARY, 
NATIONAL SECURITY COUNCIL 

Secretary of Defense Weinberger has expressed a desire 
to attend the following upcoming events for the visit of 
French President Francois Mitterrand: 

3 July - Pre-brief in the Oval Office 

4 July - Meeting at Governor's Island 

✓~ 
James F. Lemon 
Executive Secretary 



---
Nation~I Security Council 

The White House 
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System# 

DOCLOG~IL.I-..L..Ji~ 

Bob Pearson 

Rodney McDaniel 

Don Fortier 

Paul Thompson 

Florence Gantt 

John Poindexter 

Rodney McDaniel 

NSC Secretariat 

Situation Room 

I a Information 

cc: VP Regan 

COMMENTS 

SEQUENCl TO_ HAS SEEN 

,4 A 

2-- N 

R=Retain D=Dlspatch N = No further Action 

Buchanan Other __________ _ 

Should be seen by: (Date/Time) 



TO MCDANIEL 

KEYWORDS: FRANCE 

NSC/S PROFILE UNCLASSIFIED 

FROM LEMON, J 

VISIT 

ID 8604874 

RECEIVED 26 JUN 86 14 

DOCDATE 25 JUN 86 

WEINBERGER, C 

MITTERRAND, FRANCOIS 

SUBJECT: SEC WEINBERGER REQUEST TO ATTEND PRES MITTERRAND UPCOMING VISIT EVENTS 

3 ~ 4 JUL 

ACTION: ANY ACTION NECESSARY DUE: 30 JUN 86 STATUS S FILES WH 

COMMENTS 

FOR ACTION 

COBB LAVIN 

FOR CONCURRENCE FOR INFO 

MATLOCK 

RODMAN 

REF# LOG NSCIFID ( HW 

ACTION OFFICER (S) ASSIGNED fa\ ACTION REQUIRED 

- - - - -- --- - ~ '-hr, . r~ 0,p-'L L.tuw, 
DUE COPIES TO 
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-------- - - - - -- - - - ----------- --- - -- - ------

--- - - -·- - - -

DISPATCH 

-- -- - - - ----- - -------- - -- -------

W/ATTCH FILE (C) ./ 
/u/ 
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CJ : . .. THE WHITE HOUSE 

WA S H I N G T O N 

July 3, 1986 

l~OTED BY DTR 

4312 j ' ' 
MEMORANDUM FOR THE CHIEF OF STAFF 

Ct9t.P5/ 
FROM: 

SUBJECT: 

C4 tl... A#l..-

This morning I 
issue that Mr. 
their meeting. 
that he (Salk) 

Issue: 

JOHN A. SVAH~ 
• L~q,,b //k#t:1 ~ 

President's Meetin_g: ,a;., ' 1 
• /./4 / 

_,.., 11.~.~J:.,/ . •tn. , ,.• /4,~ ~ I ~ (f? t)1 
. - ~ ~~Z'lC 

received a call from Dr. Jonas Salk regarding an 
Mitterand may raise with the President during ,/2,,. 

Salk said Mitterand was being briefed on it and lr(tJtJ7-'1ll 
would be talking with Mitterand later today. 

There is a dis ute be ween he French Pasteur Institute and 
U.S. Public Healt ery___ice over who invented the test for AIDS 
antibo d ie~ and therefore who is entitled to the patent and 
royalties. 

This issue is in the courts at the present time. Our Public 
Health Service is also working with the French to settle the 
issue in an amicable way. The real fight is not over money. It 
is that the French want recognition and entry into the U.S. 
biotech market. 

I have discussed this with Health and Human Services and we agree 
on the following talking points for the President should Mitterand 
bring the issue up. 

o Yes, I am aware of the dispute concerning the patent. 

o Our Public Health Service is working with the Institute 
Pasteur on a solution. 

o But certainly the dispute shouldn't stand in the way of 
our cooperative efforts on this major health threat. 



THE WHITE HOUSE 

WAS H ·1 NG TO N 

July 7, 1986 

Dear Ambassador de Marjerie: 

L/ 3 J 11../tf 
3:ll){) 

f!LJIJ SI 
;:Jf};JJJ:} 

!J/23:2 
r£1J~J--£J1 
JJJ<IJLJ I 
/~l}JJ/; 9 

With historic Liberty Weekend behind us,_j wanted to express my aRpreciation 
and dee thanks for your cooJ?.eration and support over the past few months. 
The involvement of two governments and several branches of the armed 
services and cabinet agencies created a very complicated environment. With 
your assistance, we are pleased everything worked out so well. I look 
forward to working with you in the future. 

All the best. 

Ambassador Emmanuel de Marjerie 
French Embassy 
4101 Reservoir Road, NW 
Washington, D. C. 20007 

Sincerely, 

FREDERICK J. RYAN, JR. 
Deputy Assistant to the President 
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UIClASSIFIED 
(CLASSIFICATION) 

DEPARTMENT OF STATE 
EXECUTIVE SECRETARIAT 

TRANSMITTAL FORM 

' -~ 

·)J a c1 ~ J/ i1 
C,,oCJ 5 / 

S/S_8_6_0_24_3_9 ___ _ 

DATE~_;..~;.._O:...::1::._J]991WM.L,.7 _ 

EQR: MR. FRANK C. CARLUCCI 
NATIONAL SECURITY COUNCIL 
THE WHITE HOUSE 

• 

REFERENCE: 
To: The President FROM: President Francois Mitterrand 

DATE: January 22, 1986 SUBJECT: Greeting Card From 

President Mitterrand to President Reagan in French 

REFERRAL DATED: January 25, 1S86 ID# 8600648 
__ (IF ANY) 

___ THE ATTACHED ITEM WAS SENT DIRECTLY TO THE 
DEPARTMENT OF STATE 

ACTION TAKEN: 

X 

A DRAFT REPLY IS ATTACHED. 

A DRAFT REPLY WILL BE FORWARDED. 

A TRANSLATION IS ATTACHED. 

AN INFORMATION COPY OF A DIRECT REPLY IS ATTACHED. 

WE BELIEVE NO RESPONSE IS NECESSARY FOR THE REASON 
CITED BELOW. 

THE DEPARTMENT OF STATE HAS NO OBJECTION TO THE 
PROPOSED TRAVEL. 

OTHER (SEE REMARKS). 

REMARKS: "Incoming is Christmas from President Mitterrand. 
President ReaganAsent Mitterrands a Christmas Card. 

~ ~- ~ fv 

UNCLASSIFIED 
(CLASSIFICATION) 

Melvyn Levitsky 
EXECUTJVE SECRETAR Y 



. , .. 
NATIO~AL SECURITY COUNCIL 

REFERRAL 

ID 860't)648 • 

8602439 DATE: 25 JAN 86 

MEMORANDUM FOR: STATE SECRETARIAT 

DOCUMENT DESCRIPTION: 

KEYWORDS: FRANCE 

TO: PRESIDENT 

SOURCE: MI TTERRAND , FRANCOIS 

DATE: 22 JAN 86 

HS 

SUBJ: GREETING CARD FM PRES MITTERRAND I N FRENCH 

REQUIRED ACTION: TRANSLATION 

RECOMMENDATIONS 

DUEDATE: 03 FEB 86 

COMMENTS : 

for WILLIAM F. MARTIN 
Executive Secretary 



DEPARTMENT OF STATE 
DIVISION OF LANGUAGE SERVICES 

(TRANSLATION) 

LS NO. 
121983 
JF 
French 

From the President of the Republic and Madame Fran~ois 
Mitterrand, with their thanks and best wishes. 

[s] Fran~ois Mitterrand 
[s] Danielle Mitterrand 



' ' 

The Honorable 

Washington, January 22, 1986 

JAN 241986 

Dear Admiral Poindexter, 

Yo u will find herein a greeting card addressed by the 
~ i dent of the French Republir, and Mrs. Fran\-ois Mi t terrand ,to 
President and Mrs . Ronald Reagan, and which I was asked to 
forward to them. 

I would be moc.-t gr;, t:eful to you for remittin.g thi_s to its 
high addressees . 

With many thanks and my best regards , I am, 

Yours sincerely, 

J( 
Emmanuel de Margerie 

Vice Admiral John M. Poindexter, 
Assistant to the President 

for National Security Affairs, 
The White House, 
Washington, D.C . 





~~~ ~£ ~'i ~<./~~__/ 

,d~~~ 



NSC/S PROFILE UNCLASSIFIED ID 8600648 

RECEIVED 25 JAN 86 09 

TO PRESIDENT FROM MITTERRAND, FRANCOIS DOCDATE 22 JAN 86 

DE MARGERIE, EMMANUE 22 JAN 86 

KEYWORDS: FRANCE HS 

SUBJECT: GREETING CARD FM PRES MITTERRAND IN FRENCH 

---------------------------------~ 
ACTION : TRANSLATION/ RECOMMENDATIONS DUE: 03 FEB 86 STATUS D FILES WH 

COMMENTS 

REF# 

FOR ACTION 

STATE 

LOG 

FOR CONCURRENCE 

NSCIFID 

ACTION REQUIRED DUE 

FOR INFO 

COBB 

CLEVELAND 

( JF 

COPIES TO ACTION OFFICER (S)
1

, A1 ~~ ED 

v n ---.....;~ ~(lf':~ V0r _______ _ 

DISPATCH W/ATTCH FILE --0'(C) 
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MA'I'IONAL SECURITY CO(HlC I L 

REFERRAL 

MEMORANDUM FOR: STATE SECRETARIA T 

DOCUMENT DESCRIPTION: 

KEYWORDS: FRANCE 

TO: PRESIDENT 

SOURCE: MITTERRAND, FRANCOIS 

DATE: 22 JAN 86 

HS 

SUBJ: GREETING CARD FM PRES MITTERRAND IN FRENCH 

REQUIRED ACTION: TRANSLATION 

RECOMMENDATIONS 

DUEDATE: 03 FEB 86 

COMMENTS: 

ID 860064 8 

DATE : 25 JAN 815 

for WILLIAM F . MARTIN 
Ex ecutive Secretary 
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THE WHITE HOUSE 
,t.' ,.. . 
. \ 

t!!JIJS I 
WASHING T ON /c/EJ}d/-LJI 

, f&1Jt1i -1JI -~ 
August 7, 1986 p /Jf)iJ!J-il I 

Dear Mr. Ambassador: 

Thank you ver much for your kindness in forwarding the package 
from Mrs. Chaban-Delmas. The programs described in the 
literature were most impressive, and the First Lady was very 
happy to have a chance to see them. It is alw.ays so exciting 
for her to see what is being done in other countries to fight 
this terrible problem. 

Please conve Mrs. Reagan's sincere best wishes to Mrs. Chaban­
Delmas. She was deli hted to know of her hard work in tne area 
of d ru abuse prevention. You can be sure that the information 
enclosed will be very useful in our continued efforts to seek 
ways of ending this tragedy. 

Again, thank you for your kind letter. I look forward to 
meeting you should the occasion arise. 

With best wishes, 

His Excellency 
Emmanuel de Margerie 
Ambassador of France 

Sincerely, 

-QA a:c~ L. Courtemanche 
Deputy Assistant to the President 

and Chief of Staff to the First Lady 



,, 
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Washington, July 31, 1986 

Dear Mr. Courtemanche, 

It is my pleasure to send you a set. of documents compiled 
by the 11 Fondation Toxicomanie et Prevention Jeunesse 11

, created in 1980 
under the sponsorhip of Mrs. Chaban-Delmas, the wife of the President 
of the French National Assembly and ex-Prime Minister of France. She 
was in Washington recently and was most interested to hear of the action 
undertaken by Mrs. Reagan in the fight against toxicomania. She thought 
the First Lady might be interested in knowing what her foundation has 
been trying to accomplish in this field in our country. 

Madame Chaban-Delmas was struck to see how the aims of the 
First Lady corresponded closely with what she is herself trying to do. 

I will be most appreciative if you would be so kind as to 
present these documents to Mrs. Reagan with the compliments of Madame 
Chaban-Delma.s, who sent her best wishes for Mrs. Reagan's noble 
endeavors. 

With kind regards, I am, 

Mr . Jack L. Courtemanche, 
Deputy Assistant to the President 

and Chief of Staff for the First Lady, 
The White House , 
Washington, D.C. 

You rs s i n ce re 1 y , 

Enmanuel de Margerie 



Dear Admiral Poindexter, 

;;-61( 

t./.Jt, /CJ/ 

~/4~{? 

~ <ff,/4a-%za {! tJ CJ 5/ 
r-G~o, ... /t-

Washington, July 3, 1986 

Please find herein the text of a message addressed to 
President Ronald Reagan by Mr. Fran~ois Mitterrand, President of 
the French Republic, and which I was asked to convey to him. 

With my best wishes and kind regards, I am, 

The Honorable 
Vice Admiral John M. Poindexter, 
Assistant to the President 

for National Security Affairs, 
The White House, 
Washington, D.C. 

Yours sincerely, 

' 

;,( 

Emmanuel de Margerie 



La Fete Nationale des Etats-Unis d'Amerique m'offre 
l'agreable occasion d'adresser a Votre Excellence mes felicitations 

et les voeux tres chaleureux que je forme pour son bonheur personnel 

et pour la prosperite du peuple americain . 

Je me felicite de la qualite des relations d'amitie, 

d'alliance et de cooperation existant entre nos deux pays et suis 
convaincu de leur renforcement dans l 'interet mutuel de nos deux 

peuples. 

Je me rejouis de vous revoir a New York al 'occasion du 

Centenaire de la Statue de la Liberte . 

Fran~ois Mitterrand 
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UNCLASSIFIED 

TO PRESIDENT 

KEYWORDS: FRANCE HS 

SUBJECT LTR TO PRES FM PM MITTERAND 
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FOR ACTION 
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DUE · STATUS C 

FOR CONCURRENCE 

NSCIFID 

ACTION REQUIRED DUE 

-- ···- ---- - ------ - - --

FILES WH 

FOR INFO 

COBB 

MATLOCK 

RODMAN 

( PS PS ) 
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@ 
JI"~,,{, July 2, 1986.t/_3£,,ZtJ 

CJ .J 

Dear Admiral Poindexter, 

.3..31)~ 

C0tJ5/ 

Please find herein a letter addressed to you by 

Mr. Jean-Bernard Raimond, Minister of Foreign Affairs, which 

I was asked to forward to you. 

With my best wishes, I am, 

The Honorable 
Vice Admiral John M. Poindexter, 
Assistant to the President 

for National Security Affairs, 
The White House, 
Washington, D.C. 

Yours sincerely, 

>( 
Alfred Siefer-Gaillardin 

Minister 



. . ........ 

ParisJ le 23 Juin 1986. 

Monsieur le ConseillerJ 

J'ai ete sensible a l'amicale attention 
que vous avez eue en me faisant adresser des photographies 
prises lors de ma venue a la Maison Blanche. 

Je conserveJ en effetJ le meilleur souvenir 
demon deplacement a WashingtonJ a !'occasion duquel le 
President REAGAN m' a fait l'honneur d'une audience. 

En vous renouvelant mes vifs remerciementsJ 
je vous prieJ Monsieur le ConseillerJ de bien vouloir 
agreer !'expression de ma haute consideration. 

Jean-Bernard RAIMOND 

Monsieur John POINDEXTER 
Conseiller pour les Affaires 
de Securite Nationale 
The White House 

W A S H I N G T O N 
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15 August 1986 

The Honorable Otis T. Bowen, M.D. 
Secretary of Heal th and Human Services 
Hubert Humphrey Building 
200 Independence Avenue, SW 
Washington, DC 20201 

Dear Doctor Bowen: 

I continue to hope that the direction may be changed to avoid 
liti ation in the AIDS tel!L dispute. I enclose a copy of notes of 
our meeting and also a brief historical summary prepared with the 
help of Dr. Gallo, should a change in strategy occur and such an 
his orical summary be needed. 

I look forward to learning of any progress that is made in the 
course set at the time of our meeting. 

If I can be of further assistance in any capacity, I shall be 
pleased to do so. 

Respectfully, 

Enc. 

cc: Senator Charles McC. Mathias, Jr. 
Mr. Ronald E. Robertson 

bc: 'v Mr. Jack Svahn 
~,,., - () 
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Notes of Meetin2: in Secretary Bowen's Office 

Monday, 28 July 1986, 4:30 p.m. 

1 of 4 

Participants: Honorable Otis T. Bowen, M.D., Secretary of Health and Human 
Services 

Dr. Robert Windom, Assistant Secretary for Health, Department of 
Heal th and Human Services 

Ronald E. Robertson, General Counsel, Department of Health and 
Human Services 

Donald Newman, Under Secretary of Health and Human Services 

Robert Irwin, Executive Secretariat, Policy Coordinator, Department 
of Heal th and Human Services 

Robert Charrow, Deputy General Counsel, Department of Health and 
Human Services 

Senator Charles McC. Mathias, Jr. 

Steven J. Metalitz, Staff Director, Senate Subcommittee on Patents, 
Trademarks and Copyrights 

Dr. Jonas Salk 

John Crawford 

Joan Abrahamson 

Senator Mathias thanked Secretary Bowen for holding this meeting and 
emphasized the importance of bringing about a resolution between the Institut 
Pasteur (IP) and the National Institutes of Health (NIH) regarding the AIDS 
research and patent controversy which is now the subject of litigation. He 
noted the circumstances in which Dr. Salk had been approached by both Dr. 
Robert Gallo and by the scientists of the IP to try his hand at facilitating an 
agreement between the parties. He noted that Dr. Salk had the trust and 
respect of both sides and therefore a unique opportunity to move the two sides 
toward resolution of the outstanding issues. Senator Mathias observed that the 
sooner the controversy is settled the sooner all scientists involved can resume 
unfettered efforts to develop a vaccine against the AIDS virus. 

Secretary Bowen welcomed Senator Mathias, Dr. Salk and the other 
participants and indicated that he was interested in seeing the controversy 
resolved. 



Notes of Meetin2: 2 of 4 

Dr. Salk then made a presentation of the proposal he had developed in 
Paris with modifications that stemmed from dialogue with the Director of the 
IP, the IP lawyers and with Dr. Gallo, other representatives of NIH, as well as 
with representatives of the Department of Justice and the Department of Health 
and Human Services. The model he proposed was a two-patent solution: the 
NIH would retain the patent it has been granted and the IP would be able to 
obtain a patent if both patents were held by a jointly formed Franco-American 
AIDS Foundation (F AAF) and if it were determined that the patented NIH 
serological test for AIDS was "reduced to practice" during the window of t ime 
between the September 15, 1983 date of IP patent filing in Great Britain and 
the December 5, 1983 date of IP filing in the United States. 

Secretary Bowen asked his General Counsel what he thought of the 
solution proposed by Dr. Salk, and Mr. Robertson replied that the foundation 
approach is one that his office suggested in the past. He reported that the 
patent counsel retained by lilIS is not as sure of the legal viability of the 
approach proposed by Dr. Salk, but stated that if the Secretary agreed the HSS 
team could proceed to examine it in greater detail. Mr. Robertson mentioned 
that he was surprised to learn of the French endorsement of Dr. Salk's 
proposal, as he thought that the French would not agree it. 

Dr. Salk confirmed that the French were in agreement with his proposal. 
The idea of a foundation was unfamiliar to them at first, but now they 
understand it in its present formulation and are willing to proceed on that 
basis. 

John Crawford, President of the American Chamber of Commerce in 
France, stated that it was his understanding that Professor Dedonder of the IP 
is in agreement in principle with Dr. Salk's proposal. He also reported that he 
had heard that in February 1986 a letter had been sent from the French 
Minister of Foreign Affairs to Secretary Shultz suggesting that the French would 
like to see the issue removed from the list of outstanding Franco-American 
issues. The United States Ambassador to France, Joe M. Rodgers, had been 
following this matter personally. In response to Mr. Robertson's question 
whether there would be one office for the foundation in this country, or if 
there would be one here and one in France, Mr. Crawford replied that the 
location of the offices was an open question. There would be an equitable 
number of French directors and American directors who would be above reproach 
from either side. He said that the French, after getting over their initial 
resistance and unfamiliarity with this approach, were now embracing it. As for 
the expenditure of funds held by the F AAF, the foundation would give one-third 
of the funds to the IP, one-third to the NIH/NCI, and one-third to AIDS-related 
research which would be administered by the foundation with special 
consideration to needs of developing countries. 

Dr. Salk noted that the seed money for the foundation provided by the 
royalties from patents would be substantially increased by private sector 
donations. He then remarked that the scientists of France and the U .s. are not 
talking to each other freely and openly, and that this is inhibiting overall 
progress toward a vaccine. He asked what would be lost fro m the U.S. point 
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of view by allowing a patent to be granted to the French, as the patent is 
very important to the French and is the only point they are insisting on now, 
and satisfactory resolution of this point could lead to the speedy resolution of 
all other issues. 

Mr. Robertson suggested that it is either our patent or their patent, and 
that in a sense the French are challenging the U.S. patent. Dr. Salk responded 
that by a fortunate concatenation of circumstances a window of time exists that 
could .allow two patents to coexist, if they were owned by a single entity. 
This circumstance permitted him to be useful in proposing a solution to the 
impasse. 

Senator Mathias turned to the Secretary and commented that "We need a 
green light" to move forward with a negotiated settlement. Mr. Robertson asked 
Dr. Salk for suggestions as to how to reopen negotiations assuming that 
Secretary Bowen were to give the green light. He also inquired who would be 
representing the French, and, if it was still Ira Millstein, should he contact 
him? Dr. Salk responded that Professor Dedonder had told him that Ira 
Millstein is his representative. Dr. Salk suggested that he could personally 
communicate the green light to Mr. Millstein and Prof. Dedonder. He also 
offered to be present to start off the negotiations if that were perceived as 
useful. He offered to send a letter and a proposal to Professor Dedonder and 
to Secretary Bowen to initiate discussion, and suggested that all parties could 
then see what changes would be necessary in the present formulation to achieve 
complete rapprochement. 

Mr. Newman asked if this proposal was the same as before, i.e. whether 
it was Mr. Robertson's original formula. Mr. Robertson responded that it was a 
variation on the same theme and very close to the approach which HHS had 
initiated. The HHS position has been that the United States would contribute 
the royalties from the patent to a foundation and the French would in turn 
drop their patent application. The French, however, had wanted the royal ties to 
be divided equally and also insisted on pursuing their patent application, so 
things had come to a standstill. Dr. Salk had then come up an approach 
regarding the patents which might advance matters. If so directed, he was 
prepared to bring HHS patent experts together with the IP patent experts in 
order to consider the validity of this approach. 

Secretary Bowen remarked that the stalemate must be broken. 
agreed, and commented that as physicians we have to try to heal 
unfortunate situation. Mr. Robertson commented that that was a very 
point. 

Dr. Salk 
this 

important 

Senator Mathias then introduced Steve Metalitz, Staff Director of the 
Senate Committee on Patents, Trademarks and Copyright, and suggested that he 
might be able to be of assistance in this process, particularly if any legislation 
were to be required. Mr. Robertson remarked that he may want to seek advice 
from Mr. Metalitz on the most expeditious way to proceed. 
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Mr. Charrow mentioned that there might be difficulty for the Commerce 
Department to assign the patent to a foundation, and also raised the potential 
problem of product liability exposure for the directors of the new foundation. 
Dr. Salk explained that the patents will have to be owned by a single entity, 
and that this is why the independent nonprofit foundation would be formed to be 
the recipient. He agreed that the issue of liability would have to be dealt 
with and resolved. Mr. Crawford agreed that those risks may exist, but 
suggested that the liability point could be discussed at the table along with 
other issues. Dr. Salk commented that ways can be found if there's a will to 
find them. 

Secretary Bowen remarked that it sounded to him that the first step is 
to get together with Mr. Millstein. Mr. Robertson responded that he would be 
glad to do so if he receives the green light from Secretary Bowen. On receipt 
of the green light he would initiate discussions. Secretary Bowen noted that he 
goes by the theory that "as long as you're talking you're not fighting." He 
added that he had the responsibility to see that a fair settlement was achieved 
for NIH. 

Secretary Bowen then asked Mr. Robertson to initiate talks, and indicated 
his desire to try to reach a negotiated settlement. Mr. Crawford asked 
Mr. Robertson if he could make arrangements for Dr. Salk to be present at the 
negotiations. 

Secretary Bowen congratulated Dr. Salk and thanked him for his 
continuing assistance in this matter. Dr. Salk offered to initiate the process by 
sending both sides a letter the following day describing the proposed agreement 
in principle. 

Mr. Newman commented that the centennials of both the IP and the NIH 
were coming up this Fall, and that it would be a good thing if resolution could 
be reached in time for a joint celebration, similar to the recent Statue of 
Liberty celebrations. 

57:081486 



Retroviruses 

1970-71 

1970-75 

1976 

1978-82 

AIDS 

1981 

1982 

1983 (May) 

1 

Brief Historical Summary 
of the 

Discovery and Demonstration of Proof 
of the 

Cause of AIDS 
as a 

Retroviral Disease 

- H. Teminl hypothesized that in cells infected with RNA tumor 
viruses the RNA is transcribed into DNA by reverse 
transcriptase (RT); this enzyme, present in all animal 
retroviruses, was discovered by H. Temin and D. Baltimore.2 

- R. Gallo, S. Spiegelman and others3-5 independently developed 
useful sensitive specific assays for human retroviruses. 

- D. Morgan, F. Ruscetti and R. Gallo6 discovered T-cell growth 
factor, or Interleukin-2 (11-2), necessary for long term in vitro 
cultivation of human T-cells, in which human retroviral 
infection could be detected by assay for RT. 

- R. Gallo and coworkers7 isolated and characterized human 
retroviruses designated HTLV-I and HTLV-11, advancing further 
the technology for human retrovirus cultivation. 

- M. Gottlieb8 diagnosed a newly recognized disease called AIDS. 

- Epidemiological evidence suggesting that AIDS is a new 
infectious disease was developed by the Center for Disease 
Control.9 

- R. Gallo and M. Essexl0,11 proposed the hypothesis that AIDS 
was caused by a human T-cell tropic retrovirus. 

- F. Barre-Sinoussi, J. C. Chermann and L. Montagnierl2 reported 
the isolation and identification of a new cytopathic retrovirus 
different from HTLV-I and HTLV-11 in a patient with 
lymphadenopathy syndrome; the HTLV-I and II reagents and 11-2 
used in these studies were provided by R. Gallo. 

- M. Essex13 detected antibodies that are weakly cross-reactive 
with HTLV-I protein in 35% of AIDS patients supporting the 
idea that a new retrovirus may be the cause of AIDS. 



2 

(September) - At the Cold Spring Harbor Symposium on Human T-Cell 
Leukemia/Lymphoma Virus, L. Montagnier and coworkers14 
reported additional virus isolations from AIDS patients, and 
serum antibodies directed against this virus (named LAV) in 60 % 
of patients with lymphadenopathy syndrome and in 20% of 
patients with AIDS. They also reported studies on virus 
morphology and protein composition, and demonstrated the 
selective affinity of the virus for T-4 helper lymphocytes. 

- L. Montagnier provided to R. Gallo LAV virus in an 
extracellular form. 

1984 (Spring) - M. Popovic, R. Gallo and coworkers15 reported mass production 

1984 (July) 

1984-
early 1985 

1985 

in a cell line (named H9) of retrovirus (named HTLV-III) 
isolated from AIDS patients; they also reported 48 isolations 
and the detection of antibodies in more than 90 % of several 
hundred sera of patients with AIDS. 

R. Gallo provided to L. Montagnier HTLV-III virus in a 
permanently virus-producing cell line. 

- A study from the Center for Disease Control and the Pasteur 
Institutel6 revealed positive antibody tests in sera from 41% of 
AIDS patients. 

- F. Wong-Staal, M. Popovic, B. Hahn, G. Shaw, R. Gallo and 
coworkers17 performed molecular gene cloning of the AIDS 
virus; they discovered heterogeneity in the viral envelope and 
the presence of virus in the brain. 

- The nucleotide sequence of the AIDS virus genome was 
determined independent'j, at the Pasteur Institute (S. Wayne­
Hobson and coworkers! ), at the NIH (L. Ratner, F. Wong­
Staal, R. Gallo and coworkers19) and at Genentech, Inc.20 

[References to be added.] 
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TH E SALK INSTITUTE 

The Honorable Otis Bowen 
Secretary of Health and 

Human Services 
Hubert Humphrey Building 
200 Independence Avenue, S.H. 
Hashington, D.C. 20201 

Gentlemen: 

29 July 1986 

BY HAND 

Professor Raymond Dedonder 
Director 
Institut Pasteur 
25/28 Rue du Docteur Roux 
Paris lSe FRANCE 

During the past several weeks, I have tried to help find a path to 
achieve an equitable resolution of the disputes which have arisen 
between the Institut Pasteur < IP) and the Department of Hea 1th and 
Human Services (HHS) . I was moved to do so in order to permit the 
full attention of the scientists and scientific institutions concerned 
to be devoted to the urgent need to find means to protect the pub 1 i c 
against the massive threat posed by the AIDS virus. 

As I became informed of the deta i 1 s of the controversy through 
conversations with the scientists, administrators and 1 awyers 
involved, I recognized two sets of issues, one scientific and the 
other legal, which if dealt with separately could help bring about a 
resolution. This, and the fact that I am known to and trusted by both 
parties, prompted me to develop the attached proposal <Attachment A> 
as a means of resolving the matter quickly through negotiations based 
on an agreement of principle. As a result of my discussions with all 
parties, it became apparent that the litigious issues concerning the 
patent stood in the way of agreement on all of the other proposals 
contained in that document. Accordingly, a number of alternatives 
were explored in an attempt to find an approach which might facilitate 
an agreement. 
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TWX 910 337 1283 SALK SD LJ LA 



TH E SALK INSTITUTE 

-2-

From an examination of the sequence of events that led to the 
dispute, it seemed to me that if separate patents could be issued to 
Dr. Montagnier and to Dr. Gallo, a formula could be found which would 
permit rapid agreement on a 11 other matters. It became necessary, 
therefore, to explore whether this could be achieved within the rules 
governing the granting of patents by the United States Patent and 
Trademark Office. The results of this exploration are reflected in 
Attachment B. Sequential steps by which the matter might be resolved 
are set forth in Attachment C, and the interference might be dissolved 
as outlined in Attachments D and E. 

My purpose is to find a way, in the public interest, to resolve 
the differences between IP and HHS with respect to the legal issues 
involved. Furthermore, my motivation is to avoid the adverse effects 
of a legal dispute upon the scientists whose work is the subject of a 
controversy which, if not settled amicably, can be resolved only 
through lengthy legal proceedings. I am satisfied that the scientists 
themselves desire a resolution, and it is for this reason that I would 
like to pursue the matter and make whatever contribution I can toward 
settlement . 

I have come this far in the development of this proposal based on 
consultations with individuals at IP and in various departments of the 
U.S. Government, and with the advice of legal experts who have 
provided assistance to me on a pro bono publico basis. 

I am prepared to meet with both of you, if you so desire, or with 
whomeve r you may designate, until sufficient rapprochement has been 
reached to permit settlement of the outstanding issues. 

Respectfully, 

lt.1~ 
Enclosures 

cc : Ira M. Millstein, Esq. 
Heil, Gotshal & Manges 

Ronald E. Robertson, Esq. 
General Counsel 
Department of Health and Human Services 
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The Honorable Otis Bowen 
Secretary of Health and Human 

Services 
Hubert Humphrey Building 
200 Independence Avenue, S.W. 
Washington, D.C. 20201 

Dear Dr. Bowen: 

29 July 1986 

I want to tell you how very much I appreciated the 
opportunity to meet you and your colleagues and to be 
able to participate with you in finding a solution to 
an important health problem~ It is clear that such 
problems are not solved only in the laboratory, and your 
wisdom in this matter will be of the greatest value in 
achieving a resolution. 

I hope that the attached documents will serve as a 
basis for reaching an agreement. 

Attachments 
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Index to Attachments 

Attachment A: AIDS - Proposal for a Franco-American 
Agreement 

Attachment B: Coexistence of U.S. patents to Gallo 
et al. and Montagnier et al. 

Attachment C: Sequential Steps 

Attachment D: Mechanisms for termination of the 
pending Gallo v. Montagnier interference 

Attachment E: The effect of the 1984 Amendment to 
35 U.S.C. § 103 on the Proposal Settlement 



07-14-86 
REVISED 

AIDS 
Proposal for 

A Franco-American Agreement 

ATTACHMENT A 

Due to an unfortunate concatenation of circumstances, misunder­
standings have arisen among teams of scientists in France and the 
United States as to the antecedents with respect to the discovery 
of the causes of AIDS. Nevertheless, the convergent efforts of 
these scientists have led to the development in both countries of 
blood tests for the diagnosis of AIDS virus infection which now 
permit the implementation of strategies for the avoidance of 
transfusion-transmitted infection. There is a continuing need 
for additional means to contain the viruses of AIDS. 

The scientists of both countries acknowledge the important con­
tributions that have been made in each country, and in a concilia­
tory spirit their respective institutions, the Institut Pasteur 
("IP") and the National Institutes of Health/National Cancer 
Institute ("NIH/NCI"), have agreed to integrate their rights or 
claims to royalties from patents for sere-diagnostic kits. In the 
same spirit, they have agreed to place these royalties into a 
foundation to be established for furthering research in prevention 
and treatment of AIDS. This foundation will be called the Franco­
American AIDS Foundation ("FAAF"), the Board of which will include 
equal numbers of French and American directors. 

The basic principles have been agreed upon, and the details of 
the plans and programs will in due course be announced with 
respect to: 

1. Satisfactory resolution of rights or claims to patents, 
2. Creation of a joint fund with royalties, 
3. Establishment of a foundation, 
4. Utilization of foundation funds. 

The principles that have been agreed upon are: 

A. The parties have recognized that under the 1883 Paris 
Convention for the Protection of Industrial Property and 
the U.S. patent laws neither the NIH nor IP patent is prior 
art against the other and. therefore, assuming PTO agreement, 
both patents can issue and coexist; the FAAF will own both 
patents. 

B. The IP and the NIH/NCI will each receive annually from 
the FAAF, for continued support of research, an amount 
equal to one-third of the royal ties received, the remaining 
one-third to be used for collaborative research on AIDS 
control and prevention, primarily directed to the specific 
needs of the developing countries. 

C. A scientific advisory committee will be created by the 
Board of FAAF to consider and suggest collaborative research 
strategies supplementary to efforts which are supported from 
other sources, as well as to advise the Board on the alloca­
tion of the remaining one-third of the royalties. 

D. This committee will also encourage the expansion of 
financial resources, from the private as well as the public 
sector, destined to encourage collaborative research toward 
the development of vaccines against AIDS. 



ATTACHMENT B 

Coexistence of U.S. Patents to Gallo et al. and Montagnier 

et al. 

Currently, an interference proceeding has been initiated in 

the United- States Patent and Trademark Office (PTO) between U.S. 

Patent No. 4,520,113 of Gallo et al. (the "Gallo patent") and 

U.S. Patent Application Serial No. 785, 638 of Montagnier et al. 

(the "Montagnier application") to determine priority of the 

invention. A settlement proposal has been proffered which pro­

vides, in part, for the continued existence of the Gallo patent 

and the issuance of a United States Patent to Montagnier et al. 

(the "Montagnier patent"). The settlement proposal includes com­

mon ownership of these patents by a foundation, the Franco­

American AIDS Foundation (FAAF). The FAAF would be empowered 

according to this scheme to take actions necessary to obtain and 

maintain both patents. The legal bases for the coexistence of 

the Gallo patent and the Montagnier patent according to this 

scheme are set forth below. 

As a preliminary matter, the PTO has determined that the 

Montagnier application was patentable over all relevant prior art 

except for the activities of Dr. Gallo. Dr. Gallo's activities 

could be prior art against the Montagnier application only under 

35 U.S.C. Sl02(a) or §102(g).l/ However, the Montagnier applica­

tion is entitled under the Paris Convention of 1883 to an effec­

tive U.S. filing date of September 15, 1983 (the filing date of 

1/ See Exhibit 1 for a copy of 35 U.S.C. 102. 



the British counterpart application), which, in the absence of 

other evidence, establishes that date as a presumptive date of 

invention. Since the work of Dr. Gallo was not publicly known 

prior to September 15, 1983, it cannot be prior art against the 

Montagnier application under Sl02(a). In re Katz, 687 F.2d 450, 

215 U.S.P.Q. 14 (C.C.P.A. 1982). Additionally, if Dr. Gallo's 

date of invention is after September 15, 1983, the activities of 

Dr. Gallo are not prior art under Sl02(g) against the Montagnier 

application. 

If the Montagnier application were to issue today as a pat­

ent, it would become prior art under 35 u.s.c. Sl02 (e) against 

the invention claimed in the Gallo patent. However, the 

Montagnier patent could be removed as a reference against the 

Gallo claims if Dr. Gallo were to prove a date of invention prior 

to the December 5, 1983 U.S. filing date of the Montagnier appli­

cation. According to the U.S. Court of Customs and Patent 

Appeals (now the Court of Appeals for the Federal Circuit) in In 

re Hilmer (Hilmer I), 359 F 2d. 859, 149 U.S.P.Q. 480 (CCPA 

1966), the "date of application for patent" referred to in 

Sl02(e) is the date of application in the United States. A for­

eign priority filing date claimed by a U.S. patent applicat i on 

under 35 U.S.C. Sll9 may not be used as the applicable date of a 

Sl02(e) reference. Hilmer I at 876-7, 149 U.S.P.Q. at 494-5. 

Initially, the application which gave rise to the Gallo pat­

ent was examined and deemed presumptively patentable over the 

prior art cited to the PTO. 35 U.S.C. S282. This included the 
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May 20, 1982 Science publication by Barre et al. It is plausible 

that the Barre article and the presentation by Dr. Montagnier at 

Cold Spring Harbor on September 15, 1983 would not be patent 

defeating prior art against the invention claimed in the Gallo 

patent if they are deemed to be non-enabling. See,~, In re 

LeGrice, 301 F.2d 929, 133 U.S.P.Q. 365 (C.C.P.A. 1962) (to 

amount to a statutory bar, a reference must place a skilled arti­

san in possession of the invention). It is arguable that, in 

order to provide an enabling disclosure, these references re­

quired public availability of the LAV virus. See In re 

Argoudelis, 434 F.2d 1390, 168 U.S.P.Q. 99 (C.C.P.A. 1970). It 

could be contended that the LAV virus was not publicly available 

prior to the effective filing date of the Montagnier application. 

Because the date of invention provided by Montagnier's 

British priority application is not based on activity in the 

U.S., the Montagnier invention appears not to be prior art 

against the Gallo patent under 35 u.s.c. Sl02(g). See In re 

Hilmer (Hilmer II), 424 F.2d 1108, 165 U.S.P.Q. 255 (C.C.P.A. 

1970). Thus, if Dr. Gallo's legally cognizable date of invention 

is between September 15 and December 5, 1983, neither Gallo's 

invention nor the Montagnier application constitute prior art 

against the other and the only remaining impediment to the issu­

ance of the Montagnier application as a U.S. patent is the pend­

ing interference. 

Therefore, except for the interference, both the Gallo pat­

ent and the Montagnier patent could co-exist. The PTO rules 
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provide that, unless good cause is shown, interferences shall not 

be continued between applications and unexpired patents owned by 

~ single party. 37 C.F.R. Sl.602. Thus, if both the Montagnier 

application and the Gallo patent were commonly owned, i.e., by 

FAAF, the PTO should discontinue the interference. 

The Manual of Patenting Examining Procedure (MPEP) in S2302 

discusses the method for ending interferences when an application 

and a patent in an interference become commonly-owned after the 

interference has been declared. This discussion is intended to 

supplement the new interference rules which took effect on 

February 11, 1985. The MPEP commentary on Rule 602 (37 C.F.R. 

Sl.602) states that interferences are to be terminated upon com­

mon ownership of the application and patent involved in the in­

terference by judgement entered against one party or the other, 

citing Chillas v. Weisberg, 1928 CD 24 (Comm'r Pat. 1928). 

However, these rules were promulgated prior to the decision 

by the Court of Appeals for the Federal Circuit in In re Longi, 

759 F.2d 887, 225 U.S.P.Q. 645 (Fed. Cir. 1985). In Longi, con­

trary to prior PTO policy, the Court approved the coexistence of 

two patents in the names of different inventive entities, even 

though the claimed subject matter of the two patents was pat­

entably indistinct, where neither case was prior art against the 

other (except under 35 U.S.C. Sl02(g)), provided that (1) pre­

cisely the same subject matter was not claimed in each case, (2) 

the patents were commonly-owned, and (3) a terminal disclaimer 

was filed so that both patents expire on the same date. The PTO 
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has acquiesced in the practice sanctioned by the Federal Circuit 

in Longi in 056 OG 316 by the abandonment of its prior procedure 

under which it would not accept terminal disclaimers in the case 

of commonly-assigned applications naming different inventive 

-entities. Because the commentary in MPEP S2302 is apparently 

predicated on the incorrect, prior PTO policy, which was abro­

gated in Lonqi and in the 1985 changes in 37 C.F.R. Sl.78(d) ne­

cessitated by the Patent Law Amendments Act of 1985 

(Pub. L. 97-247), it should be possible to dissolve an interfer­

ence when (1) the interfering cases become commonly-owned and 

(2) the interfering subject matter of the parties is patentably 

indistinct but not identical,l/ by abandoning the interference 

and filing a terminal disclaimer, thus obtaining issuance of both 

patents in spite of the difference in inventive entities. 

2/ In this regard, it should be noted that the subject matter 
~laimed in the Montagnier application is not identical to that 
claimed in the Gallo. For example, the subject matter differs at 
least in the scope of the descriptions of the irnmuno diagnostic 
assays which are used. 
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Conditions for patentability; novelty and loss of right to 

patent 

A person shall be entitled to a patent unless -
(a) che invention was known or used by ochers in chis country, or 

patented or described in a printed publication in this or a foreign 
country, before the invention thereof by the applicant for patent, or 

(b) the invention was patented or described in a printed publica­
tion in chis or a foreign country or in public use or on sale in chis 
country, more than one year prior co the date of the application for 
patent in the United States, or 

(c) he has abandoned the invenrion, or 
(d) the invention was first patented or caused co be patented, or 

was the subject of an inventor·s certificate, by the applicant or his 
legal representatives or assigns in a foreign country prior to the 
date of the application for patent in this country on an application 
for patent or inventor's certificate filed more than twelve months 
before the filing of the application in the United States, or 

(e) the invention was described in a patent granted on an 
application for patent by another filed in the United States ~fore 
the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the require­
ments of paragraphs (1), (2), and (4) of section 37l(c) of this title be­
fore the invention thereof by the applicant for patent, or 

(t) he did not himself invent the subject matter sought to be 
patented, or 

(g) before che applicant's invention thereof the invention was 
made in this country by another who had not abandoned, sup­
pressed, or concealed it. In determining priority of invention there 
shall be considered not only the respective daces of conception and 
reduction co practice of the invention, but also the reasonable 
diligence of one who was first co conceive and last to reduce co 
practice, from a time prior co conception by the other (Amended 
July 28, 1972, Public Law 92-358, sec. 2, 86 Sm. 501; November 14, 
1975, Public Law 94-131, sec. 5, 89 Scat. 691.) 

S 103. Conditions for patencability; non-obvious subject matter 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forch in section 102 of this ci-

2 1 



ATTACHMENT C 

SEQUENTIAL STEPS 

1. Set up Franco-American AIDS Foundation (FAAF). 

2. (a) Transfer the NIH patent and the IP patent application 
to FAAF with a statement that September 15, 1983 -
December 5, 1983 was the legal date of invention, i.e., 
patentable stage (see Case No. 5 in Gallo letter to 
Nature attached) and with the agreement by FAAF to 
apply for IP patent which will go to FAAF upon granting. 

(b) IP will file a terminal disclaimer that Montagnier 
patent will not extend beyond the 17 year limit of 
the Gallo patent. 

(c) NIH will transfer application or patent or license 
for cell line to FAAF. 
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First isolation 
ofHTLV-111 
StR-We wish to address several points 
raised in a recent commentary in Nature 1 

regarding HTI. V-III/LA V (human T­
lymphotropic virus type 111/lymphaden­
opathy-associated virus ). the aetiological 
agent of acquired immune deficiency syn­
drome (AIDS). It was mentiond that the 
CEM cell line infected with HTLV-IIU 
LAV may be a better source of antigen 
for testing HTL V-III/LA V in patients 
with AIDS and AIDS-related complex 
(ARC). 

The transmission of HTI. V-III isolates 
in several T4· permanent cell lines, in­
cluding CCRF-CEM. was reponed first 
by our laboratory-•. The transmission of 
HTLV-III isolates into those T4• cell 
lines , including CEM. was the subject of a 
patent application made in early 1984 and 
now pending. 

The fact that we had in our possession 
electron microscopic pictures of transient­
ly transmitted LAV in Hut-78 and Ti7.4 
cell lines should not be surprising. The 
LAV sample was obtained as a tissue cul­
ture supernatant from Dr Montagnicr 
with the express understanding that it 
could be used for biomedical. biological 
and molecular biological studies. In accor­
dance with this understanding, we had 
transiently transmitted LAV into the Hut-
78 and Ti7.4 cell lines. Prior to the de­
velopment of specific reagents for the de­
tection of HTLV-III . the presence of 
retroviruses other than HTL V-1 and 
HTL V-11 could be detected in cultures 
from AIDS or ARC patients only by re-

LEIBOWITCH MONTAGNIER HOXIE 
2-1&-1983 ~23-1983 1().18-19G 

• .,.' ~~ ➔ 
a'- ~ J'-1 \ ,~.,,.._ 

HTLV 111cc LAV HTLV 111,.F 

REDFIELD REDFIELD REDFIELD 
3--22-1994 3-22-1984 3--22-1994 

HTLV lf\ce HTLV lllse 

Table I Summary of the chronological isolation of HTL V. Ill fro m 
patients with AIDS and ARC 

Patient Date Immunologica l re act1 v111es 
No . 

samples rec ·d Source RT EM HTLV-1 AIDS HTLV-111 
p l9 p24 se ra p l9 p2~ 

G W.!AIDS 12/23/82 Gutterman. Houston . + ND ND :SD :SD 
Texas 

2 C.C ./AIDS" 2/15/83 Leibowitch . Paris + + ± ± ND r- D ND 
3 M.A./AIDS 2/15/83 Lc ibowitch . Paris + ND ND ND ND 
4 B.U.!AIDS 2/15/83 Lcibowitch. Paris + ND ND ND ;-.; D 
5 S.N./AIDS 9/23/83 Haynes. N. Carolina + ND + ND r- D 
6 R.F./AIDS 10,,18/83 Hoxie. Philadelphia + + + ND ND 
7 R.R./AIDS 2/4184 Redfield , WRAIR. + + + + .. 

Washington . DC 
8 S.S./ARC 2/4184 Redfield , WRAIR. + + + + 

Washington . DC 
9 K.E./ARC 2/4184 Redfield , WRAIR, + + + + + 

Washington. DC 
10 S.B./ARC 2/4184 Redfield . WRAIR, + + + + + 

Washington. DC 

Abbreviations used: G .W., C.C .. M.A .. etc .. patients' initials ; RT. rcvcne transcriptase : EM . electron 
microscopy; ND. not done. 

'Patient C.C. wu infected with both HTLV-111 and HTLV-1. 

verse transcriptasc assay and electron 
microscopic examination. 

At the time we obtained LAV it was the 
contention of several cxpens on virus 
morphology that the paniclcs shown in 
the electron micrograph published in Sci­
ence' by Barrc-Sinoussi et al. was an arena 
virus. Naturally we wanted to check the 
material received from Dr Montagnicr by 
electron microscopy to check this conten­
tion. Before receipt of LAV. we had de­
tected reverse transcriptasc activity in a 
number of cultures from AIDS and ARC 
patients which showed no cross-reaction 
with HTLV-1 or HTLV-11 reagents, thus 
indicating the presence of a new retro­
virus . In a number of cases electron micro­
scopic examination showed the presence 
of virus panicles with a cylindrical core, 
characteristic of HTL V-III (Table l. Fig. 
l) . A chronological identification of some 
of these virus panicles from cultures ob­
tained from AIDS and ARC patients 
by our laboratory beginning in Decem­
ber 1982 is summarized in Table l and 
Fig. l. 

The experimental results shown were 
obtained shonly after receipt of the sam­
ples , usually a matter of weeks . We had 
evidence for the presence of a new retro­
virus in AIDS and ARC patients long be­
fore the LAV paniclcs were sent to us and 
even before the publication of the results 
by Barrc-Sinoussi et al. in 1983. Since we 
considered the mere detection of virus 
paniclcs in cultures from AIDS and ARC 
patients to be insufficient to confirm scien­
tifically our hypothesis that such paniclcs 
were implicated in the aetiology of the 
disease. we decided first to obtain specific 
reagents against the new virus in order to 
publish definitive results concerning 
AIDS aetiology . The results presented in 
our four papers provided clearcut evi­
dence that the aetiology of AIDS and 
ARC was the new lymphotropic retro­
virus. HTLV-111' ' "' . In addition. for the 
first time the virus was produced in large 

quantities, specific reagents to the virus 
were made. and a reliable blood test to 
protect the blood supply and prevent blood 
transfusion-associated AIDS was now 
available . 
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ATTACHMENT D 

several mechanisms for termination of the pending Gallo v. 

Montagnier interference are possible if (1) Dr. Gallo were to 

allege a date of invention between September 15, 1983 and 

Decembers, 1983 and (2) the Montagnier application and the Gallo 

patent are commonly-owned. The simplest of these mechanisms is 

described below. 

The Manual of Patent Examining P~ocedure (M.P.E.P.) provides 

in§ 1105.02 thats 

It should be noted that if all parties 
agree upon the same ground ;for dissolution, 
which ground will subsequently be the basis 
for rejection of ~he interference count to 
one or more parties, the ititerference should 
be dissolved proforma upon: that ground, 
without regard to the merits of the matter. 

See also Pearson v. Wolfe, 210 U.S.P.Q. 686 (Com'r Pat 1979). 

As noted previously, pursuant to 37 C.F.R. S l.602(a), an 

interference should not be continued ' if the interfering subject 

matter becomes commonly-owned. Thus, upon common ownership by 

FAAF of the Montagnier application and the Gallo patent, the 

pending interference should be discontinued. Such discontinuance 

could be by dissolution. To terminate the interference in this 

manner, a Motion to Dissolve would be filed, based upon the par­

ties' . agreement that (l) neither is prior art against the other, 

an averment supported by Dr. Gallo's showing that his date of 

invention falls between September 15, 1983 and December 5, 198 3, 

and (2) the count is unpatentable to Montagnier et al. on the 

ground of obviousness-type double patenting. 
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This agreement would result in the interference being termi­

nated, the Montagnier application being returned to ex parte 

prosecution and the claims rejected under the obviousness-type 

double patenting doctrine. The obviousness-type double patenting 

rejection of the claims of the Montagnier application then would 

be overcome through the filing by the FAAF of a Terminal Dis­

claimer, resulting in the issuance of the Montagnier patent. 

-2-
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ATTACHMENT E 

THE EFFECT OF TRE 1984 AMENDMENT TO 
35 U.S.C. S 103 ON THE PROPOSED SETTLEMENT 

It has pr.eviously been sugqested that the Gallo v. 

Montagnier in~erference could be resolved following assignment of 

the Gallo patent and t.he Montagnier application to a common owner 

by dissolution of the i.nterference. While the Montaqnier 

appljcation whould then be rejected on the ground of obviousness­

type double patenting, the common owner could ohtain issuance of 

both the Gal.lo and Montagnier patents by filing a terminal 

disclaimer in the Montagnier patent so that the two patents would 

expire concurrently. The feasibility of this settlement 

mechanism depends on Dr. Gallo's date of invention in the United 

States falling between Dr. Monta9nier's foreiqn priority date of 

September 15, 1983 (arising from filinq of an application in 

Great Britain) and Dr. Montaqnier's actual U.S. filing date of 

December 5, 1983. Under such circumstances, neither. the Gallo 

n.or the Montaqnier inventions would be prior art aqai.nst the 

other under any section of 35 o.s.c. S 102. 

A question has now been raised as to the impact, if any, of 

the amendment to 35 u.s.c. S 103 contained in the Patent Law 

Amendments Act of 1984 on the proposed settlement. For reasons 

set forth more fully below, that amendment does not alter the 

ability to consummate the propo8ed settlement. 

Legal Background 

Section 102 of Title 35 of the United States Code 

(Attachment A) defines the prior art against which the 

patentah!lity of an invention is to be measured. That section 



requires the invention sought to he patented to he 11 novel, 11 i.~., 

not to be identically described in the prior art defined in 

S 102. gection 103 (Attachment B) goes on to provide that an 

invention which is not identically described in the prior art may 

nonetheless be unpatentable if it would have been obvious to a 

person of ordinary skill in the art based on the state of the 

prior art. For purposes of the obviousness determina t ion under 

35 o.s.c. S 103, the prior art includes those items defined by 35 

u.s.c. S 102. 

Among the provisions of§ 102 are two sections which deal 

with information which may not be publically known. These are 35 

u.s.c. SS l02(f) and 102(g), which read: 

S 102. Conditions for patentability; 
novelty and loss of riqht to patent 

A person shall he entitled to a patent 
unless--

• • 

(£) he did not himself invent the 
subject matter sought to be patented, or 

(g) before the applicant's invention 
thereof the invention was made in this 
country by another who had not abandoned, 
suppressed, or conceal~d it .. 

~ubsection (f) is basically a requirement for originality and 

prohibits an applicant from applying for a patent on material 

which he derived from another. Subsection (q) sets forth the 

policy of the United States that the first person to make an 

invention in the United States is entitled to the patent even if 

he was not the first to file an application. 

-2-



Prior case law had suggested that information derived from 

others prior to the applicant's date of invention cognizable only 

under 35 u.s.c. S 102(f) could be used as evidence of the state 

of the prior art in determining obviousness under 35 u.s.c. 
s 103. see, e.g., E~ parte Andresen, 212 u.s.P.Q. 100 (PTO Bd. 

App. 1981). Prior cases had also suggested that prior inventions 

of others in the United States cognizable only under 35 u.s.c. 
S 102(g) could also be used as prior art in determining obvi­

ousness under 35 u.s.c. S 103, See, e.g., In re Bass, 474 F.2d 

1276, 177 U.S.P.Q. 178 (C,C.P.A. 1973). 

The Patent Law Amendments Act of 1984 amended 35 u.s.c. 
S 103 by adding the following sentence: 

Subject matter developed by another person, 
which qualifies as prior art only under the 
subsection (f) or (g) of S 102 of this title, 
shall not preclude patentability under this 
section where the subject matter and the 
claimed invention were, at the time the 
invention was made, owned by the same person 
or subject to an obligation of assignment to 
the same person. 

The purpose of the amendment was to remove from the prior art 

available in determining obviousness under 35 u.s.c. S 103 infor­

mation which was prior art only under 35 u.s.c. ·ss 102(f) and 

(g). The amendment was intended to ameliorate the impact of the 

above-cited cases on the patentability of the fruits of in­

tracorporate research. It did so, however, only in cases where 

the information which would otherwise have been prior art under 

35 u.s.c. S 102(f) or (g) and the invention sought to be patented 

were owned by the same entity at the time the second invention 

-3-



was made. See Cong. Record (Hl0522-32), October 1, 1984 (Attach­

ment C}. 

Analysis 

It is clear from the foregoing that the amendment to 35 

u.s.c. S 103 in the Patent Law Amendments Act of 1984 simply 

llmoved certain information from the prior art which would have 

been recognized as prior art under previously existing law. The 

amendment did not add anything to the prior art which was not 

already cognizable as prior art under previously existing law. 

Accordingly, the amendment had no effect on prior case law hold­

ing that certain types of information were not in the prior art. 

Moreover, since it appears to be unnecessary to rely on the ex­

clusion of prior art now set forth in amended 35 u.s.c. S 103 in 

order to sustain the validity of the Gallo and Montagnier patents 

under the proposed settlement, any conditions imposed by the 

statute on the availability of that exception are irrelevant. 

Specifically, it had previously been held that an invention 

described in a patent first filed in a foreign country was not 

prior art under 35 u.s.c. S 102(g) as of the date of the foreign 

patent application. According to such holdings, such an inven­

tion did not meet the requirement of 35 u.s.c. S 102(g) that the 

prior invention have been made in the united States. In re 

Hilmer, 424 F.2d 1108, 165 U.S.P.Q. 255 (C.C.P.A. 1970). Thus, 

Dr. Montagnier's September 15, 1983 filing of an application in 

Great Britain does not constitute prior art under 35 u.s.c. 
S 102(g) against the Gallo patent under previously existing law. 
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That result remains unaffected by the 1984 amendment to 35 U.S.C. 

S 103. 

Moreover, the Government contends that Dr. Montagnier's work 

was not the point of departure for Dr. Gallo's invention. If 

this is true, then Dr. Montagnier's work would not have been 

prior art under 35 u.s.c. S l02(f) under previously existing law, 

and this conclusion remains unaltered by the 1984 amendment to 35 

u.s.c. S 103. 

The need for the Gallo and Montagnier patents to be commonly 

assigned does not arise from any provision of 35 u.s.c. S 103. 

This need arises instead from 35 u.s.c. S 135 and PTO practice 

regarding the conduct of interferences. The only way two patents 

claiming obvious variants of the same invention can validly 

coexist is if an interference proceeding between the two can be 

avoided through common ownership of the two patents and if double 

patenting can be avoided through a terminal disclaimer. The PTO 

practice regarding termination of interferences between commonly 

owned applications has never been predicated on common ownership 

of the two inventions at the time they were made. Instead, 

S 2302 of the Manual Of Patent Examining Procedure spoke ofter-

1nination of the interference when the involved application and 

patent "became" commonly assigned. Similarly, the ability to 

file a terminal disclaimer in order to obviate double patenting 

rejections in commonly assigned applications involving different 

inventive entities, as embodied in current PTO policy, does not 

depend on common ownership at the time the inventions were made. 

The PTO's guidelines on the point state (Attachment D): 

-5-



Double patenting rejections may now be made 
in applications based on commonly owned pat ­
ents of different inventive entities and dou­
ble patenting rejections of the obviousness 
type can be overcome by terminal disclaimer. 

Conclusion 

For reason8 noted above, the 1984 amendment to 35 

U.S.C. § 103 does not preclude consummation of the pre­

viously proposed settlement. 
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S 102. Conditions £or patentabiUty: novehy and loss ot right to 
patent 

A ~non shall be entitled to a patent unless -
(a.) the invention was known or used by others in this country, or 

parented or described in a printed publication in this or a foreign 
country, before the invention thereof by the applicant for patent, or 

(b) the invention was patented or described in a printed publica­
tion in chis or a foreign country or in public use or · on sale in this 
country, more than one year prior to the date of the application for 
patent in the United States, or 

(c} he has abandoned the invention, or 
(d) the invention was first patented or caused to be patented, or 

was the subject of an inventor's certificate, by the applicant or his 
legal representatives or assigns in a foreign country prior to the 
date of the application for patent in this country on an application 
for patent or inventor's certificate filed more than twelve months 
before the filing of the application in the United Stares, or 

(e) the invention was described in a patent granted on an 
application for patent by another filed in the Unired States before 
the invention thereof by the applicant for parent, or on an 
international application by another who has fulfilled the require­
ments of paragraphs (1), (2), and (4) of section 371(c) of this title be­
fore the invention thereof by the applicant for patent, or 

(t) he did not himself invent the subject matter sought to be 
patented, or 

(g) before the applicant's invention thereof che invention was 
made in this country by anocher who had not abandoned, sup­
pressed, or concealed it. In determining priority of invention there 
shall be considered not only the respective dates of conceprion and 
reduction to praetice of the invention, but also the reasonable 
diligence of one who was first co conceive and last to reduce to 
practice, from a time prior ro conception by the other (Amended 
July 28, 1972, Public Law 92.3,s, sec. 2, 86 Stat. ,01; November 14, 
197', Public Law 94·131, sec. ,. 89 Stat. 691.) 



S 10,. Conditions for patcatabiUcy; non•ob•iou• subject matter 

A parertt may nae: be obtained though the invention is not 
identically disclosed or described H Ht forth in section 102 of this ti• 

de, if the diff"erencrs betwttn the subject matter sought to be 
patented and the prior art art such chat the subject matter u a whole 
would have been obvious at the time the invention was made co a 
person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies as 
prior art only under subsection (t) or (g) of section 102 of this tide, 
shall not preclude patentabil.icy under thi.s section where the subject 
matter and the claimed invention were, at the time the invention was 
made, owned by the .same ptrson or subject co an obligation of 
assignment co the same ptrson. (Added November 8, 1984, Public 
Law 98-622, sec. 103, 98 Star. 3384.) 
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Legi•lative History of Public Law 98-622 
(Mor• history publ_i ■hed at 28 BNA PTCJ 645-6S6 on October 4, 199 4 > 

Cong. Record CH10522-32> 
October l, 1984 
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ln1ti ■ l &ulde11nes ~, To lnplt■ent1tton Of 35 U.S.C. 103 

PYbllc l1w 91-622 1dded • new sentence to JS U.S.C. 103 which 
re1ds 1s follows: 

•Subject ■■ tter deweloped br another person. which 
qu111ftes as pr1or ■ rt only under 1ab1ectton (f) or (9) 
of section 102 of this title. 1~111 not preclude p1ten­
t1b111ty •nder t~ts section •hert t•• sa~Ject ■1tter and 
tht cl1\ ■ed iwwentlon were. 1t the t1 ■t the tnwentton 
was ■1de, ••~•d by the 11■t person or subject to 1n 
oblt9atfon of ,ss1gn■ent to the•••• person.• 

The stgntftcaet fe1tares resulting fro■ this 1■end■ent to §103 are 
the followlng: 

(1) The o■ lJ prior 1rt which Is disqualified ts pr1or art uader 
§lOt(f) or t9) wher• the subject ■1tter 0 •·••• the prl•r art. 
and t~e tn~entlon •were. at the ti■• t~e tnwentton was ■ade. 
ewned by t~e sa■e person or subject to 1n ob1191tten ef 
ass1gn■ent to the sa■e person.• (Perso• Includes or11ntratton) 

(Zl If the subject ••tter (prior art) ~u11trl•1 1s prfer art 
ander any other sectt••• •••·• §102(1) 0 (b) 0 or (e). It ts 
st111 ~rtor ■ rt an4 can be •s••• 

{J) Aaend■ent ,,.1,es only to •••Ject ■1tter ••le\ ~••11f1os 1s 
prior art aader §103; It •oes not affect sa•Ject ■attor w,tch 
Qu111ffes as pr1•r •rt •nder 1102. t.e .. 1nttclpat•r7 prtor 
art. 

(4) Ter■ •another pers••• ■tins 1•1 1•~••t1we entity ether th•• 
the 11yentor ••• Includes tho fnyentor 1nd any ether person. 

(5) Ter■ ••••eloped• ts te •• read broadly and ts not 1t ■tted te 

<U 

(7) 

any p1rtlc•l1r ■anner of ••••lopaent. 

S•bJect ■alter dert•e• fr" 11ot,er ander §1Df(f) Is ~rlor 
■rt under §113 •••ess t~e derl~e• s ■bJect •atter ••• t•e 
cl1\■ed ln,entton art owned •1. or sabJect te •• obll,•tlon 
of 1ssl1naent to. the sa■e persoa at l~t tl ■e the cla ■ed 
1ftYtfttlon WIS ■ldt. 

The disclosure of•• e1rlter f11o4 pate•t ap~ltcatton •••c• 
tss•es 11 • patent continues•• •e prior art 11t1der f102(t) 
agalflst a later ta,eNted ••• filed 1ppllc1tlo• of anot,er 
\~•••tor e,en thou1h t~e ,,teat ••d the liter 1ppllc1tten are 
ewntd bJ. or subject to an 1b11,atton 1f asst1n■ent to. the 
sa■e person. 

1 

(8) Co■■o~,, owned applications. I.e .• 1ppllcatlo~s c•ned by the 
sa■e ~erson. ■17 be refiled as I sln9le appttcatlon to 1vold 
one or ■ore of the- beco■ tn1 prior ■ rt against 1nother under 
§§IOZ(e) end 103. 

(9) The phrase •owned by the sa■e person• requ1res t• ■ t the s1•e 
person. persons. or ort1ntJ1~1on ewn 1~1Lof__UR...J_~lect 
"l!te~tloL.ltl.J ul T_!c,l_of the ch~~e~ ••~e~tt_o_n. ··-

{10} The phrase •subject to•• ••11,1tton ef assltfl•tnt to the 
·s••e person• re•utres that a 1•111 oblf91t•on of 1ssltn•e"t 
e1tst affd not ■orel~ 1 ■oral or unenforceable oblt91tton. 

(11) As lo&g 11 the sa■e person owns the •••Ject • ■tter 1nd tte 
1n,e■t1oft at the tl■e the c11t ■ed l••entlon w1s ••de. 1 
11cens• to tftother ••1 b• ••de •tthout the subject ■atter 
•eco■ tftg ,rtor 1rt. 

(ll) 

(13) 

A■e•ded §103 requires 1ctual ownersl1~ {or ••1tgatton to 1ssl9nl 
be In e11ste•c• •t the tt ■e the claf■o• tnwentlo• Is ■ ade for 
the sabJect ■atter to be dts•••11fled 11 prior art; acqu1r1ng 
one or th• otber liter Is ••t sufficient. 

lard•• •f e1tablts~l•1 lh1t s••Ject •1tter ts dl•~••ltfted 
■ s prior art ts ,11ced •• ,,teat a,,11c1nt •••not•• t_, 
patent •••••••r ooce ••• •• .. •••r •stabltshes a prt■a 
facto c,se of ... toesocss b1s1d CHI the prter 1rt. 
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~ deuble p1tentl•t r•JecttN ■17 1l10 ••••deft a later . filed ~ 
1pplfc1tton where the 1ppltcatle•/pateftt on whic- ,_, rejec-

{15} 

(HJ 

tion ts ••••• ••• the later f11ed 1,,1,catlo• are not c ... ,.,, 
o•••• 1s l••t as e•e •f t•e •••••tors 1s co■-on between t•e 
later ffted 1ppltc1tlo• ••d t•e ,,,11c1ttoo/p1tent; sach • 
reJectle• c••••t •• ••erco■t •1 ter■ tnal dlsc1at ■er In ,ie• of 
the l1ct ef c.-e• ownersht,. 

T•e c ... 1,stener•s lottce ef Januar, t. 1H7. •Deuble 
Patentlnt•. ll4 D,I. 1115 (Jan. Jl. 1117) ts wtthdr1wn te t~e 
extent that It does •ot 1uthorl1e 1 •••••• p1tentlnt rejection 
where different t•wenttwe ent,ttes are present. 

(17) l•wentors of s••Ject ■alter ••t c ... ,.1, oned 1t ~'• tl ■e ef 
t~e tnwe•tlon ••1 file as Jol•t •••••tors tn • st-tit 1,,11-
c•tl••• •••ewer, the clal■ s In sac••• ,,,1tcatlCM1 are not 
protected fr•• 1 l10l(f)/lOJ or llOZ(9)/10J reJ•ttf1n. 

z 




